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DEPARTMENT  OF  COMMERCE 
Patent  and  Trademark  Office 
37  CFR  Part  1 

Reissue,  Reexamination,  Protest  and 
Examination  Procedures  in  Patent 
Cases 

AGENCY:  Patent  and  Trademark  Office, 
Commerce. 

ACTION:  Notice  of  proposed  rulemaking. 

SUMMARY:  The  Patent  and  Trademark 
Office  proposes  to  amend  the  rules  of 
practice  in  patent  cases  (1)  to  eliminate 
public  access  to  reissue  applications,  (2) 
to  eliminate  consideration  of  the  so- 
called  “no  defect”  reissue  applications, 
(3)  to  limit  the  participation  by 
protestors  during  the  application 
examination,  (4)  to  reject  and  permit 
appeal  to  the  Board  of  Appeals  for 
failure  to  comply  with  the  duty  of 
disclosure  rather  than  striking 
applications  without  appeal  rights,  and 
(5)  to  clarify  the  interface  between 
patent  application  examination  and 
patent  reexamination  in  certain  areas. 
These  proposed  changes  are  considered 
desirable  in  view  of  the  large  backlog  of 
pending  patent  applications  and  the 
implementation  of  reexamination 
procedures  under  Public  Law  96-517. 
These  changes  are  intended  to  (1) 
reduce  the  prosecution  costs  of  patent 
applicants,  and  (2)  permit  some  of  the 
Patent  and  Trademark  Office  resources 
now  devoted  to  consideration  of  the  so- 
called  “no  defect"  reissue  applications, 
and  to  extensive  participation  by 
protestors  during  application 
examination,  to  be  directed  toward 
reduction  of  the  backlog  of  pending 
patent  applications.  The  proposed 
changes  are  also  intended  to  provide  for 
review  by  the  Board  of  Appeals  of  duty 
of  disclosure  issues  which  arise  during 
patent  application  examination.  The 
proposed  changes  are  further  intended 
to  clarify  the  interface  between  the  duty 
of  disclosure  during  patent  application 
examination  and  the  duty  of  disclosure 
during  patent  reexamination,  as  well  as 
the  treatment  of  concurrent  reissue  and 
reexamination  proceedings  on  the  same 
patent. 

DATES:  Comments  must  be  submitted  on 
or  before  February  4, 1982;  public 
hearing,  February  4, 1982,  9:30  a.m.; 
requests  to  present  oral  testimony 
should  be  received  on  or  before  january 
29, 1982. 

ADDRESSES:  Address  written  comments 
and  requests  to  present  oral  testimony 
to  the  Commissioner  of  Patents  and 
Trademarks,  Washington,  D.C.  20231. 
The  hearing  will  be  held  in  Room  11C24 


of  Building  3,  Crystal  Plaza,  located  at 
2021  Jefferson  Davis  Highway, 

Arlington,  Virginia.  Written  comments 
and  a  transcript  of  the  public  hearing 
will  be  available  for  public  inspection  in 
Room  11E10  of  Building  3,  Crystal  Plaza 
at  2021  Jefferson  Davis  Highway, 
Arlington,  Virginia. 

FOR  FURTHER  INFORMATION  CONTACT: 

Mr.  R.  Franklin  Burnett  by  telephone  at 
(703)  557-3054  or  by  mail  marked  to  his 
attention  and  addressed  to  the 
Commissioner  of  Patents  and 
Trademarks,  Washington,  D.C.  20231. 
SUPPLEMENTARY  INFORMATION:  This 
proposed  rule  change  is  designed  to 
reduce  the  prosecution  costs  of  patent 
applicants  by  limiting  the  amount  of 
participation  by  protestors  during  the 
patent  application  examination  process. 
The  proposed  change  also  seeks  to 
reduce  the  amount  of  time  required  by 
the  Patent  and  Trademark  Office  to 
examine  such  protested  applications  by 
the  same  limitations  placed  on  protestor 
participation.  Interpartes  proceedings  to 
resolve  factual  disputes  would  be  left  to 
the  courts  to  handle.  At  the  same  time, 
the  technical  expertise  of  the  Patent  and 
Trademark  Office  would  continue  to  be 
available  to  make  determinations  of 
patentability  on  the  bais  of  prior  art  and 
related  facts  as  they  can  best  be 
determined  on  an  ex  parte  basis.  These 
purposes  are  intended  to  be 
accomplished  by  (1)  eliminating  public 
access  to  reissue  applications,  and  (2) 
limiting  protestor  participation  to  the 
filing  of  papers  in  opposition  to  the  grant 
of  a  patent  with  no  Office 
communications  to  the  protestor 
resulting  therefrom.  The  proposed 
change  also  intends  to  accomplish  these 
purposes  by  eliminating  the 
consideration  of  reissue  applications  not 
initially  containing  the  defects  required 
by  35  U.S.C.  251.  The  views  of  many 
who  commented  in  writing  and  at  the 
hearing  on  April  16, 1981,  on  proposed 
rules  for  implementing  reexamination 
favored  modifications  of  the  rules  along 
the  lines  proposed  herein.  The 
reexamination  legislation,  contained  in 
Pub.  L.  96-517,  provides  for  the 
reexamination  of  an  already  issued 
patent  on  the  basis  of  prior  patents  and 
printed  publications,  prior  art  which  can 
be  readily  and  adequately  considered 
by  the  examiner. 

This  proposed  rule  change  is  also 
designed  to  provide  for  review  by  the 
Board  of  Appeals  of  duty  of  disclosure 
issues  which  arise  during  patent 
application  examination.  This  purpose  is 
intended  to  be  accomplished  by 
amending  §  1.56(d)  to  provide  that  the 
claims  in  an  application  would  be 
examined  pursuant  to  35  U.S.C.  131  and 


132  and  rejected  on  the  ground  that 
applicant  is  not  “entitled  to  a  patent 
under  the  law.”  The  rejection  would  be 
make  under  the  same  conditions  and 
circumstances  previously  used  to  strike 
an  application,  i.e.,  “clear  and 
convincing  evidence"  of  fraud  or  any 
violation  of  the  duty  of  disclosure 
through  bad  faith  or  gross  negligence. 

The  statute,  35  U.S.C.  131,  provides  for 
examination  of  an  application  "and  if  on 
such  examination  it  appears  that  the 
applicant  is  entitled  to  a  patent  under 
the  law,  the  Commissioner  shall  issue  a 
patent  *  *  *.”  Section  132  of  Title  35 
makes  provision  for  the  rejection  of  a 
claim  for  a  patent  as  a  result  of  the 
examination  directed  by  35  U.S.C.  131. 
While  questions  of  fraud  and  violations 
of  the  duty  of  disclosure  have 
historically  been  dealt  with  by  the 
Commissioner  through  the  mechanism  of 
striking  the  affected  appliction,  there  is 
no  statutory  requirement  that  the 
Commissioner  act  in  that  manner. 

Clearly  the  Commissioner  can  choose 
how,  and  by  whom,  the  examination 
directed  by  35  U.S.C.  131  can  be  made. 
Section  132  authorizes  a  rejection  in 
those  circumstances  where  applicant  is 
not  “entitled  to  a  patent  under  the  law.” 
The  proposed  changes  would  simply 
modify  the  mechanism  and  procedures 
which  the  Commissioner  would  use 
where  the  applicant  is  not  "entitled  to  a 
patent  under  the  law"  because  of 
failures  to  comply  with  §  1.56(d). 

No  proposal  is  being  made  to  change 
the  discretionary  authority  of  the 
Commissioner  to  strike  applications 
from  the  file  pursuant  to  §  1.56(c).  Since 
the  striking  of  applications  under 
paragraph  (c)  of  §  1.56  is  discretionary, 
it  is  appropriate  that  the  authority  be 
retained  by  the  Commissioner  or  the 
Commissioner’s  delegate. 

The  proposed  rule  change  is  also 
designed  to  clarify  the  interface 
between  patent  application  examination 
and  patent  reexamination  in  certain 
areas.  The  two  areas  involved  are  duty 
of  disclosure  and  concurrent 
proceedings  involving  a  patent  under 
reexamination  and  for  which  a  reissue 
application  has  been  filed. 

Present  §§  1.11, 1.56, 1.106, 1.175, 

1.176, 1.193, 1.291, 1.555, 1.565,  and  1.570 
would  be  amended  to  accomplish  the 
purposes  indicated  above. 

Section  1.11,  if  amended  as  proposed, 
would  eliminate  access  by  the  public  to 
reissue  applications  except  “in  such 
special  circumstances  as  may  be 
determined  by  the  Commissioner”  as 
provided  in  35  U.S.C.  122.  This  section,  if 
amended  as  proposed,  would  mean  that 
access  by  the  public  to  reissue 
applications  would  be  obtained  only  by 
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the  granting  of  a  petition  under 
essentially  the  same  guidelines  as  those 
which  existed  prior  to  the  change  in 
§  1.11  which  became  effective  on  March 
1, 1977.  Section  1.11,  if  amended  as 
proposed,  would  no  longer  provide  for 
announcement  of  the  filing  of  reissue 
applications  in  the  Official  Gazette. 
However,  no  change  is  being  proposed 
in  §  1.179  which  requires  placing  in  the 
file  of  the  original  patent  a  notice  stating 
that  an  application  for  reissue  has  been 
filed.  The  notice  provided  for  in  §  1.179 
will  continue  to  enable  interested 
persons  to  determine  whether  or  not  an 
application  seeking  reissue  of  a 
particular  patent  has  been  filed. 

Section  1.56,  if  amended  as  proposed, 
would  revise  the  title  and  paragraph  (d), 
and  add  new  paragraphs  (e)  through  (i). 
The  proposed  revision  to  the  title  and  to 
paragraph  (d)  would  provide  for  the 
rejection  of  claims  on  the  ground  that 
applicant  is  not  entitled  to  a  patent 
under  the  law  if  upon  examination 
pursuant  to  35  U.S.C.  131  and  132  it  is 
established  by  clear  and  convincing 
evidence  (1)  that  any  fraud  was 
practiced  or  attempted  on  the  Office  in 
connection  with  the  application,  or  in 
connection  with  any  previous 
application  upon  which  the  appplication 
relies,  or  (2)  that  there  was  any  violation 
of  the  duty  of  disclosure  through  bad 
faith  or  gross  negligence  in  connection 
with  the  application,  or  in  connection 
with  any  previous  application  upon 
which  the  application  relies.  Uner  the 
proposed  revision  to  paragraph  (d),  any 
rejection  would  be  made  would  include 
all  the  claims  in  the  application.  The 
standards  to  be  used  in  rejecting  the 
claims  under  paragraph  (d),  as  proposed 
to  be  amended,  would  be  the  same  as 
those  not  utilized  by  the  Commissioner 
in  striking  applications  pursuant  to 
present  paragraph  (d),  i.e.,  clear  and 
convincing  evidence  of  fraud  or  any 
violation  of  the  duty  of  disclosure 
through  bad  faith  or  gross  negligence. 
Consistent  with  present  practice,  the 
proposed  revision  of  paragraph  (d) 
would  look  to  fraud  or  a  violation  of  the 
duty  of  disclosure  through  bad  faith  or 
gross  negligence  with  relation  to  the 
application  under  consideration  or  any 
previous  application  upon  which  the 
application  relies.  The  phrase  "in 
connection  with  the  application”  is  to  be 
construed  in  the  same  manner  as  m  the 
present  paragraph  (d)  and  would  include 
within  its  scope  the  mere  refiling  of  the 
subject  matter  of  an  application  into 
another  application  without  relying  in 
the  second  application  upon  the  first 
application.  Thus,  upon  examination 
pursuant  to  35  U.S.C.  131  and  132,  an 
appropriate  rejection  based  on  conduct 


or  actions  proscribed  by  §  1.56(d)  could 
not  be  avoided  merely  by  refiling  the 
subject  matter  of  the  application  in  a 
second  or  subsequent  application  which 
did  not  rely  upon  the  earlier  application. 

Paragraph  (e)  of  §  1.56,  if  added  as 
proposed,  would  normally  delay  the 
examination  of  an  application  for 
compliance  with  paragraph  (d)  of  §  1.56 
until  such  time  as  (1)  all  other  matters 
are  resolved,  or  (2)  appellant’s  reply 
brief  pursuant  to  §  1.193(b)  has  been 
received  and  the  application  is 
otherwise  prepared  for  consideration  by 
the  Board  of  Appeals,  at  which  time  the 
appeal  will  be  suspended  for 
examination  pursuant  to  paragraph  (d) 
of  this  section.  Paragraph  (e),  if  added  as 
proposed,  would  thus  permit  the 
resolution  of  issues  arising  under 
§  1.56(d)  to  be  delayed  until 
consideration  of  such  issues  is 
necessary  and  appropriate.  The  practice 
under  proposed  paragraph  (e)  would  be 
generally  consistent  with  practice  under 
present  paragraph  (d)  which  normally 
delays  the  substantive  resolution  of 
fraud  and  duty  of  disclosure  issues  until 
other  issues  have  been  resolved  in  favor 
of  applicant.  Under  proposed  paragraph 
(e)  an  appeal  would  be  suspended  for 
examination  pursuant  to  paragraph  (d) 
of  §  1.56  once  appellant's  reply  brief 
pursuant  to  §  1.193(b)  has  been  received 
and  the  application  is  otherwise 
prepared  for  consideration  by  the  Board 
of  Appeals.  Of  course,  if  no  questions  of 
possible  violation  of  §  1.56  are  raised  or 
evident  on  the  record  before  the 
examiner,  no  examination  for 
compliance  with  paragraph  (d)  of  §  1.56 
would  be  undertaken.  Proposed 
paragraph  (e)  provides  for  the  reopening 
of  prosecution  of  the  application  to  the 
extent  necessary  to  conduct  the 
examination  pursuant  to  proposed 
paragraph  (d)  of  §  1.56  including  any 
appeal  pursuant  to  §  1.191.  Proposed 
paragraph  (e)  also  indicates  that  where 
an  appeal  has  already  been  filed  based 
on  a  rejection  on  other  grounds,  any 
further  rejection  under  paragraph  (d),  if 
amended  as  proposed,  shall  be  treated 
in  accordance  with  proposed  §  1.193(c). 

Proposed  new  paragraph  (f)  would 
continue  the  present  long-standing 
practice  whereby  any  member  of  the 
public  can  file  a  petition  to  strike  an 
application  from  the  files  pursuant  to 
present  paragraph  (c)  of  §  1.56.  Such 
petitions  are  currently  being  filed 
without  specific  mention  in  §  1.56.  Under 
present  practice  such  petitions  can  seek 
to  have  an  application  stricken  from  the 
files  for  violations  of  either  or  both  of 
paragraphs  (c)  and  (d)  of  §  1.56.  Under 
the  proposed  revision  of  §  1.56  petitions 
to  strike  an  application  for  a  violation  of 


§  1.56  would  be  limited  to  violations  of 
paragraph  (c)  with  any  violations  of 
paragraph  (d)  being  subject  matter  for 
rejection  under  the  proposed  revisions 
to  paragraph  (d).  Proposed  new 
paragraph  (f)  would  require  that  any 
such  petition  alleging  a  violation  of 
paragraph  (c)  which  is  entered  in  the 
application  file  would  have  to  (1)  be 
timely  filed,  (2)  specifically  identify  the 
application  to  which  the  petition  is 
directed,  and  (3)  be  served  on  the 
applicant  or  be  filed  with  the  Office  in 
duplicate  in  the  event  service  is  not 
possible.  Proposed  new  paragraph  (f) 
does  not  specifically  limit  a  "timely 
petition”  to  any  particular  point  in  the 
examination  of  the  application.  Such 
petitions  will  generally  be  considered 
“timely”  if  they  are  filed  before  final 
rejection  or  allowance  of  the  application 
by  the  examiner. 

Whether  or  not  a  petition  filed  after 
final  rejection  or  allowance  of  the 
application  by  the  examiner  is 
considered  “timely"  would  depend  upon 
the  circumstances  and  the  point  in  the 
prosecution  at  which  the  petition  is 
submitted.  Proposed  new  paragraph  (f) 
would  also  require  that  the  petition 
specifically  identify  the  application  to 
which  the  petition  is  directed.  While  an 
identification  by  application  serial 
number  is  not  essential,  the 
identification  must  include  enough 
specificity  that  the  Office  can  determine 
with  certainty  the  application  to  which 
the  petition  is  directed.  Paragraph  (f),  if 
added  as  proposed,  would  also  require 
service  on  the  applicant  of  the  petition, 
or  a  duplicate  copy  in  the  event  service 
is  not  possible,  before  the  petition  would 
be  entered.  While  the  Office  might,  in 
some  circumstances,  reproduce  and 
serve  a  petition  on  the  applicant,  a 
member  of  the  public  would  have  no 
assurance  that  such  would  be  done  and, 
under  proposed  paragraph  (f),  could  not 
rely  upon  the  Office  doing  so.  Paragraph 
(f),  if  added  as  proposed,  would  require 
that  any  petition  filed  by  an  attorney  or 
agent  comply  with  §  1.346. 

Paragraph  (g)  of  §  1.56,  if  added  as 
proposed,  would  assure  a  member  of  the 
public  that  a  petition  to  strike  an 
application  for  violation  of  paragraph  (c) 
of  §  1.56  would  be  considered  by  the 
Office  if  (1)  it  is  timely  filed;  (2)  it 
specifically  identifies  the  application  to 
which  the  petition  is  directed;  and  (3)  it 
is  properly  served  upon  the  applicant  in 
accordance  with  $  1.248  or  is  filed  with 
the  Office  in  duplicate  in  the  event 
service  is  not  possible.  However,  under 
proposed  paragraph  (g)  the  Office  would 
not  communicate  with  the  member  of 
the  public  filing  such  a  petition,  except 
for  the  return  of  a  self-addressed 
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postcard  acknowledging  receipt  of  the 
petition.  Paragraph  (g),  if  added  as 
•  proposed,  would  not  permit  the  member 
of  the  public  filing  the  petition  to  contact 
the  Office  as  to  the  disposition,  or 
status,  of  the  petition,  or  to  participate 
in  any  Office  proceedings  relating  to  the 
petition.  The  disposition  of  the  petition, 
once  such  has  been  filed,  would,  under 
the  proposed  paragraph  (g),  be  an  ex 
parte  matter  between  the  Office  and  the 
applicant.  Paragraph  (g),  if  added  as 
proposed,  would  provide  for  the  Office 
to  communicate  with  the  applicant 
regarding  a  petition  to  strike  the 
application  which  has  been  entered  in 
the  application  file.  Under  paragraph  (g), 
if  added  as  proposed,  the  applicant 
could  be  required  by  the  Office  to 
respond  to  the  petition.  Any  such 
response  would  be  ex  parte  and  would 
not  be  served  on  the  member  of  the 
public  filing  the  petition. 

Paragraph  (h)  of  §  1.56,  if  added  as 
proposed,  would  provide  that  any 
member  of  the  public  may  seek  to  have 
the  claims  in  an  application  rejected 
pursuant  to  the  proposed  revisions  to 
paragraph  (d)  of  §  1.56  by  filing  a  timely 
protest  in  accordance  with  §  1.291. 
Proposed  paragraph  (h)  also  requires 
that  any  such  protest  filed  by  an 
attorney  or  agent  seeking  a  rejection  of 
claims  pursuant  to  the  proposed 
revisions  to  paragraph  (d)  of  §  1.56  must 
be  in  compliance  with  §  1.346. 

Paragraph  (i),  if  added  as  proposed, 
would  provide  for  the  Office  requiring 
the  applicant  to  supply  information 
pursuant  to  paragraph  (a)  of  §  1.56  in 
order  for  the  Office  to  decide  any  issues 
relating  to  paragraphs  (c)  and  (d)  of 
§  1.56,  whether  or  not  such  issues  arise 
as  a  result  of  a  petition  or  a  protest,  or 
arise  from  other  sources,  e.g.,  an 
examiner  discovering  the  issue  while 
studying  the  application  file.  Any 
requirements  for  information  under 
proposed  paragraph  (i)  would  be  ex 
parte  in  nature  between  the  Office  and 
the  applicant.  The  ex  parte  nature  of  the 
requirements  for  information  under 
proposed  paragraph  (i)  differs  from 
current  practice  under  which 
information  may  be  required,  or 
requested,  from  applicant  and  one  or 
more  petitioners  or  protestors. 

Section  1.106,  if  amended  as  proposed, 
would  have  added  thereto  a  paragraph 
(c)  emphasizing  the  importance  placed 
on  admissions  by  the  applicant  or  patent 
owner  in  a  reexamination  proceeding 
insofar  as  matters  affecting  patentability 
are  concerned.  Such  admissions  would 
have  increased  importance  in  view  of 
the  limitations  proposed  herein  on 
protestor  participation  during  the 
application  examination.  Paragraph  (c), 
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if  added  as  proposed,  would  also 
include  a  reference  to  the  use  of 
rejections  based  upon  facts  within  the 
knowledge  of  the  examiner  as  provided 
in  present  §  1.107.  Paragraph  (c),  if 
added  as  proposed,  would  not  constitute 
a  change  in  practice,  but  would  result  in 
§  1.106  more  closely  reflecting  current 
practice. 

Section  1.175,  if  amended  as  proposed, 
would  eliminate  paragraph  (a)(4),  which 
provides  the  specific  authorization  for 
the  filing  of  “no  defect”  reissue 
applications.  If  §  1.175  is  amended  as 
proposed,  an  applicant  for  reissue  of  a 
patent  would  be  required  to  file  with  the 
reissue  application  a  statement  under 
oath  or  declaration  specifically  averring 
to  a  defect  in  the  patent,  e.g.,  “a 
defective  specification  or  drawing,”  or 
to  an  excess  or  insufficiency  in  the 
claims.  Section  1.175,  if  amended  as 
proposed,  would  also  require,  in 
paragraphs  (a)(5)  and  (a)(6),  that 
applicant  specify  errors  as  opposed  to 
“what  might  be  deemed  to  be  errors.” 
Section  1.175,  if  amended  as  proposed, 
would  effectively  eliminate  Office 
consideration  of  the  merits  of  "no 
defect"  reissue  applications  since  any 
such  “no  defect"  reissue  applications 
filed  after  the  effective  date  of  the 
changes  to  §  1.175  would  not  be 
examined  as  to  questions  of 
patentability.  In  addition,  §  1.175(a)(6) 
would  be  added  to  parallel  the 
provisions  presently  in  §  1.65  requiring 
in  reissue  applications  oaths  or 
declarations,  the  same  acknowledgment 
of  the  duty  of  disclosure  as  in  the  case 
of  a  non-reissue  application. 

Section  1.176.  if  amended  as  proposed, 
would  eliminate  the  two  month  waiting 
period  before  examination  of  the  reissue 
application  begins.  No  waiting  period 
would  be  necessary  or  desirable  if  the 
proposed  amendments  to  §  1.11(b) 
eliminating  public  access  to  reissue 
applications  and  the  Official  Gazette 
announcement  of  the  filing  of  tITe  reissue 
applications  are  adopted. 

Section  1.193,  if  amended  as  proposed, 
by  adding  paragraph  (c),  would  provide 
that  any  decision  pursuant  to  §  1.56(d) 
rejecting  claims  in  an  application 
already  under  appeal  of  a  rejection 
based  on  other  grounds  shall  constitute 
a  supplemental  examiner’s  answer 
introducing  a  new  ground  of  rejection 
and  removing  the  suspension  of  the 
appeal  introduced  pursuant  to  §  1.56(e). 
Prior  to  entering  any  such  supplemental 
examiner’s  answer  under  proposed 
paragraph  (c),  the  Office  may  require 
information  from  applicant  pursuant  to 
proposed  paragraph  (i)  of  §  1.56.  Under 
proposed  paragraph  (c)  of  §  1.193,  the 
appellant  may  file  a  reply  to  the 


1981  /  Proposed  Rules 


supplemental  examiner’s  answer  within 
two  months  from  the  date  of  the 
supplemental  examiner's  answer. 
Proposed  paragraph  (c)  provides  that  the 
appellant’s  reply  to  the  supplemental 
examiner’s  answer  will  be  considered 
and  responded  to  as  necessary  with 
appellant  being  provided  with  an 
additional  month,  or  such  other  time  as 
may  be  set,  within  which  to  reply  to  any 
such  response  from  the  Office. 

Following  the  introduction  of  a 
supplemental  examiner’s  answer 
pursuant  to  proposed  paragraph  (c)  and 
any  replies  and  response  thereto,  the 
application  will  be  forwarded  to  the 
Board  of  Appeals  for  consideration. 

Section  1.291,  if  amended  as  propose^, 
would  continue  to  permit  protests  by  the 
public  against  pending  original  and 
reissue  applications.  The  protest  could 
include  any  grounds  which  the  member 
of  the  public  filing  the  protest  believed 
to  be  applicable.  Paragraph  (a),  if 
amended  as  proposed,  woulcj  eliminate 
the  present  requirement  that  the  Office 
acknowledge  the  filing  of  a  protest. 
Instead,  proposed  paragraph  (c)  would 
provide  for  the  member  of  the  public 
submitting  the  protest  to  include  with 
the  protest  a  self-addressed  postcard  in 
order  to  receive  an  acknowledgment 
that  the  protest  has  been  received. 

Under  paragraph  (c),  as  proposed  to  be 
amended,  a  self-addressed  postcard 
containing  an  identification  of  the 
protest  would  be  stamped  by  the  Office 
and  returned. 

Paragraph  (a)  of  §  1.291,  if  amended 
as  proposed,  would  provide  that  a 
protest  specifically  identifying  the 
application  to  which  the  protest  is 
directed  would  be  entered  in  the 
application  file  if  the  protest  is  timely 
submitted  and  is  either  served  upon  the 
applicant  in  accordance  with  §  1.248,  or 
filed  with  the  Office  in  duplicate  in  the 
event  service  is  not  possible.  The 
comments  made  above  in  the  discussion 
of  proposed  new  paragraph  (f)  of  §  1.56, 
regarding  the  timeliness  of  the  filing  or 
submission,  specific  identification  of  the 
application,  and  service  on  the 
applicant,  are  also  applicable  to  the 
proposed  amendments  of  paragraph  (a) 
of  §  1.291. 

Paragraph  (b)  of  §  1.291,  if  added  as 
proposed,  would  assure  a  member  of  the 
public  that  a  protest  would  be 
considered  by  the  Office  if  (1)  it 
specifically  identifies  the  application  to 
which  it  is  directed;  (2)  it  is  timely 
submitted;  (3)  it  is  properly  served  upon 
the  applicant  in  accordance  with  §  1.248 
or  is  filed  with  the  Office  in  duplicate  in 
the  event  service  is  not  possible;  (4)  it 
includes  a  listing  of  the  patents, 
publications  or  other  information  relied 
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upon  and  a  concise  explanation  of  the 
relevance  of  each  listed  item;  (5)  it 
includes  a  copy  of  each  listed  patent  or 
publication  or  other  item  of  information 
in  written  form,  or  at  least  the  pertinent 
portions  thereof;  and  (6)  it  includes  an 
English  language  translation  of  all  the 
necessary  and  pertinent  parts  of  any 
non-English  language  document  relied 
upon.  It  is  considered  desirable  that 
§  1.291  advise  a  member  of  the  public  as 
to  the  contents  which  should  be 
included  in  any  protest  since  there 
would  be  no  office  communications 
directed  to  the  member  of  the  public 
submitting  the  protest,  if  paragraph  (c)  is 
amended  as  proposed.  Thus,  under 
paragraph  (c),  as  proposed  to  be 
amended,  a  member  of  the  public  would 
not  be  provided  with  an  opportunity  to 
complete  any  protest  which  is 
incomplete.  , 

Paragraph  (c)  of  §  1.291,  if  amended  as 
proposed,  would  provide  that  the 
member  of  the  public  filing  the  protest 
would  not  receive  any  communications 
from  the  Office  relating  to  the  protest, 
other  than  the  return  of  a  self-addressed 
postcard  acknowledging  receipt  of  the 
protest.  Paragraph  (c)  of  §  1.291,  if 
amended  as  proposed,  would  not  permit 
the  member  of  the  public  filing  the 
protest  to  contact  the  Office  as  to  the 
disposition,  or  status,  of  the  protest  or  to 
participate  in  any  Office  proceedings 
relating  to  the  protest.  The  disposition  of 
the  protest,  once  such  has  been  filed, 
would,  under  paragraph  (c)  as  proposed 
to  be  amended,  be  an  ex  parte  matter 
between  the  Office  and  the  applicant. 
Paragraph  (c),  if  amended  as  proposed, 
would  provide  for  the  Office  to 
communicate  with  the  applicant 
regarding  any  protest  entered  in  the 
application  file.  Under  paragraph  (c),  if 
amended  as  proposed,  the  applicant 
could  be  required  by  the  Office  to 
respond  to  die  protest.  Any  such 
response  would  be  ex  parte  and  would 
not  be  served  on  the  member  of  the 
public  filing  the  protest  Paragraph  (c),  if 
amended  as  proposed,  would  provide 
for  the  office  requiring  the  applicant  to 
supply  information  pursuant  to  present 
paragraph  (a)  of  §  1.56  in  order  for  the 
Office  to  decide  any  issues  raised  by  the 
protest  Any  requirements  for 
information  under  paragraph  (c),  if 
amended  as  proposed,  would  be  ex 
parte  in  nature  between  the  Office  and 
the  applicant,  the  ex  parte  nature  of  the 
requirements  for  information  under 
paragraph  (c),  if  amended  as  proposed, 
differs  from  current  practice  under 
which  information  may  be  required,  or 
requested,  from  applicant  and  one  or 
more  protestors. 


Section  1.555,  if  amended  as  proposed, 
would  make  the  duty  of  disclosure  in 
reexamination  proceedings  more 
consistent  with  the  duty  of  disclosure  in 
patent  applications.  Proposed  paragraph 
(a)  of  §  1.555  specifies  that  a  duty  of 
candor  and  good  faith  toward  the  Patent 
and  Trademark  Office  rests  on  the 
patent  owner  or  involved  employees  of 
the  patent  owner,  on  each  attorney  or 
agent  who  represents  the  patent  owner, 
and  on  every  other  individual  who  is 
substantively  involved  on  behalf  of  the 
patent  owner  in  a  reexamination 
proceeding.  This  proposed  change  is 
consistent  with  the  duty  set  forth  in 
§  1.56(a)  insofar  as  patent  applications 
are  concerned,  except  that  in  proposed 
paragraph  (a)  of  §  1.555  the  patent 
owner  is  specified  rather  than  the 
inventor  as  set  forth  in  paragraph  (a)  of 
§  1.56.  This  does  not  however,  impose 
the  responsibility  for  compliance  with 
the  duty  of  disclosure  on  a  corporate 
entity  or  organization  but  leaves  the 
responsibility  with  involved  individuals 
in  die  corporation  or  other  organization. 
Proposed  paragraph  (a)  of  §  1.555  places 
a  requirement  on  the  individuals 
identified  to  bring  to  the  attention  of  the 
Office  patents  or  printed  publications 
material  to  the  reexamination  which 
have  not  been  previously  made  of 
record  in  the  patent  file  and  specifies 
how  that  should  be  accomplished. 

Paragraph  (b)  of  §  1.555,  if  added  as 
proposed,  would  essentially  parallel 
existing  paragraph  (b)  of  §  1.56  and 
make  similar  provisions  applicable  to 
disclosures  in  reexamination 
proceedings. 

Paragraph  (c)  of  §  1.555,  if  added  as 
proposed,  would  provide  that  the  duties 
of  candor,  good  faith,  and  disclosure 
required  in  proposed  paragraph  (a)  of 
§  1.555  have  not  been  complied  with  if 
any  fraud  was  practiced  or  attempted  on 
the  Office  or  there  was  any  violation  of 
the  duty  of  disclosure  through  bad  faith 
or  gross  negligence  by,  or  on  behalf  of, 
the  patent  owner  in  the  reexamination 
proceeding.  The  language  of  proposed 
paragraph  (c)  refers  to  fraud  or  violation 
of  the  duty  of  disclosure  in  the 
•  reexamination  proceeding  since  such 
conduct  during  the  pendency  of 
applications  is  covered  by  §  1.56. 

Paragraph  (d)  of  §  1.555,  if  added  as 
proposed,  would  affirm  that  the 
responsibility  for  compliance  with 
§  1.555  rests  upon  the  individuals 
identified  in  proposed  paragraph  (a). 
Proposed  paragraph  (d)  would  also 
provide  that  no  evaluation  will  be  made 
in  the  reexamination  proceeding  by  the 
Office  as  to  compliance  with  $  1.555. 
Proposed  paragraph  (d)  of  §  1.555  also 
provides  that  questions  of  compliance 


with  §  1.555  which  are  discovered 
during  a  reexamination  proceeding  will 
be  noted  as  unresolved  questions  in 
accordance  with  present  §  1.552(c). 
Proposed  paragraph  (d)  would  not 
preclude  the  patent  owner  from  filing  a 
reissue  application  to  have  questions  of 
candor,  good  faith,  and  duty  of 
disclosure  considered  and  resolved, 
including  such  questions  which  arise 
during  a  reexamination  proceeding  so 
long  as  the  requirements  of  35  U.S.C. 

§  251  have  been  met.  Proposed 
paragraph  (d)  would  also  not  preclude 
suspension  or  disbarment  proceedings 
under  present  §  1.348  based  upon 
conduct  during  a  reexamination 
proceeding. 

Section  1.565,  if  amended  as  proposed, 
would  eliminate  from  present  paragraph 
(b)  the  last  two  sentences  relating  to  the 
treatment  of  concurrent  reexamination 
and  reissue  proceedings  and  add  a  new 
paragraph  (d)  relating  to  this  subject. 
Under  proposed  paragraph  (d),  which  is 
consistent  with  the  practice  presently  in 
effect  under  present  paragraph  (b),  if  a 
reissue  application  and  a  reexamination 
proceeding  on  which  an  order  pursuant 
to  present  §  1.525  has  been  mailed  are 
pending  concurrently  on  a  patent,  a 
decision  will  normally  be  made  to  merge 
the  two  proceedings  or  to  stay  one  of  the 
two  proceedings.  Proposed  paragraph 
(d)  provides  that  where  merger  of  a 
reissue  application  and  a  reexamination 
proceeding  is  ordered,  the  merged 
examination  will  be  conducted  in 
accordance  with  present  §  §  1.171-1.179. 
The  examiner,  in  examining  the  merged 
proceeding,  will  apply  the  reissue 
statute  and  case  law,  in  addition  to 
present  §§  1.171-1.179,  to  the  merged 
proceeding.  This  is  appropriate  in  vie_w 
of  the  fact  that  the  statutory  provisions 
for  reissue  applications  and  reissue 
application  examination  include,  inter 
alia,  provisions  equivalent  to  35  U.S.C. 
305  relating  to  the  conduct  of 
reexamination  proceedings,  proposed 
paragraph  (d)  of  §  1.565  would  also 
make  clear  that  the  patent  owner  must 
place  and  maintain  the  same  claims  in 
the  reissue  application  and  the 
reexamination  proceeding  during  the 
pendency  of  the  merged  proceeding. 
Under  proposed  paragraph  (d)  of  §  1.565 
the  examiner’s  actions  and  any 
responses  by  the  patent  owner  in  a 
merged  proceeding  would  apply  to  both 
the  reissue  application  and  the 
reexamination  proceeding  and  be 
physically  entered  into  both  files. 
Proposed  paragraph  (d)  provides  that 
any  reexamination  proceeding  merged 
with  a  reissue  application  shall  be 
terminated  by  the  grant  of  the  reissued 
patent. 
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Section  1.570,  if  amended  as  proposed, 
would  revise  paragraph  (e)  to  refer  to 
proposed  paragraph  (d)  of  §  1.565  rather 
than  present  paragraph  (b)  in  order  to 
reflect  the  changes  being  proposed  in 
§  1.565. 

Environmental,  energy,  and  other 
considerations:  The  proposed  rule 
change  will  not  have  a  significant 
impact  on  the  quality  of  the  human 
environment  or  the  conservation  of 
energy  resources. 

The  proposed  rule  change  will  not 
have  a  significant  adverse  economic 
impact  on  a  substantial  number  of  small 
entities  (Regulatory  Flexibility  Act.  Pub. 
L.  96-354). 

The  Patent  and  Trademark  Office  has 
determined  that  this  proposed  rule 
change  is  not  a  major  rule  under 
Executive  Order  12291. 

The  proposed  rule  change  does  not 
impose  a  recordkeeping  or  reporting 
requirement  on  the  public  and 
consequently  is  not  subject  to  the 
Paperwork  Reduction  Act  of  1980. 

Notice  is  hereby  given  that,  pursuant 
to  the  authority  granted  to  the 
Commissioner  of  Patents  and 
Trademarks  by  35  U.S.C.  6,  the  Patent 
and  Trademark  Office  proposes  to 
amend  Title  37  of  the  Code  of  Federal 
Regulations  as  set  forth  below. 

PART  1 — RULES  OF  PRACTICE  IN 
PATENT  CASES 

It  is  proposed  to  amend  37  CFR,  Part 
1,  as  follows  with  deletions  indicated  by 
brackets  and  additions  by  arrows: 

1.  Section  1.11  is  proposed  to  be 
amended  by  revising  paragraph  (b)  to 
read  as  follows: 

§  1.1 1  Files  open  to  the  public. 

*  *  *  *  * 

(b)  All  [reissue  applications  and  all] 
applications  in  which  the  Office  has 
accepted  a  request  filed  under  §  1.139, 
and  related  papers  in  the  application 
file,  are  open  to  inspection  by  the 
general  public,  and  copies  may  be 
obtained  upon  paying  the  fee  therefor. 
(The  filing  of  reissue  applications  will  be 
announced  in  the  Official  Gazette.  The 
announcement  shall  include  at  least  the 
filing  date,  reissue  application  and 
original  patent  numbers,  title,  class  and 
subclass,  name  of  the  inventor,  name  of 
the  owner  of  record,  name  of  the 
attorney  or  agent  of  record,  and 
examining  group  to  which  the  reissue 
application  is  assigned.) 

2.  Section  1.56  is  proposed  to  be 
amended  by  revising  the  title  and 
paragraph  (d)  and  by  adding  new 
paragraphs  (e)  through  (i)  to  read  as 
follows: 


§  1.56  Duty  of  disclosure;^fraud;-4 
strikingfr-or  rejections  of  applications. 

***** 

(d)  ►No  patent  will  be  granted  on  an 
application  in  connection  with  which 
fraud  on  the  Office  was  practice  or 
attempted  or  the  duty  of  disclosure  was 
violated  through  bad  faith  or  gross 
negligence.  The  claims  in  ans  [An] 
application  shall  be  ►rejected  s 
[stricken  from  the  files]  if^upon 
examination  pursuant  to  35  U.S.C.  131 
and  132,  s  it  is  established  by  clear  and 
convincing  evidence  ►(l)s  that  any 
fraud  was  practiced  or  attempted  on  the 
Office  in  connection  with  ►the 
application,  or  in  connection  with  any 
previous  application  upon  which  the 
application  relies,  s  [it]  om(2]s  that 
there  was  any  violation  of  the  duty  of 
disclosure  through  bad  faith  or  gross 
negligence  ►in  connection  with  the 
application,  or  in  connection  with  any 
previous  application  upon  which  the 
application  relies  s. 

►  (e)  The  examination  of  an 
application  for  compliance  with 
paragraph  (d)  of  this  section  will 
normally  be  delayed  until  such  time  as 

(1)  all  other  matters  are  resolved,  or  (2) 
appellant’s  reply  brief  pursuant  to 
§  1.193(b)  has  been  received  and  the 
application  is  otherwise  prepared  for 
consideration  by  the  Board  of  Appeals, 
at  which,  time  the  appeal  will  be 
suspended  for  examination  pursuant  to 
paragraph  (d)  of  this  section.  The 
prosecution  of  the  application  will  be 
reopened  to  the  extent  necessary  to 
conduct  the  examination  pursuant  to 
paragraph  (d)  of  this  section  including 
any  appeal  pursuant  to  §  1.191.  If  an 
appeal  has  already  been  filed  based  on 
a  rejection  on  other  grounds,  any  further 
rejection  under  this  section  shall  be 
treated  in  accordance  with  §  1.193(c).  m 
►(f)  Any  member  of  the  public  may 
seek  to  have  an  application  stricken 
from  the  files  pursuant  to  paragraph  (c) 
of  this  section  by  filing  a  timely  petition 
to  strike  the  application  from  the  files. 
Any  suqh  timely  petition  and  any 
accompanying  papers  will  be  entered  in 
the  application  file  if  the  petition  and 
accompanying  papers  (1)  specifically 
identify  the  application  to  which  the 
petition  is  directed,  and  (2)  are  either 
served  upon  the  applicant  in  accordance 
with  §  1.248,  or  filed  with  the  Office  in 
duplicate  in  the  event  service  is  not 
possible.  Any  such  petition  filed  by  an 
attorney  or  agent  must  be  in  compliance 
with  §  1.346.  M 
►(g)  A  petition  to  strike  an 
application  from  the  files  submitted  in 
accordance  with  the  second  sentence  of 
paragraph  (f)  of  this  section  will  be 
considered  by  the  Office,  but  a  member 
of  the  public  filing  such  a  petition  will 


not  receive  any  communications  from 
the  Office  relating  to  the  petition,  other 
than  the  return  of  a  self-addressed 
postcard  which  the  member  of  the 
public  may  include  with  the  petition  in 
order  to  receive  an  acknowledgment  by 
the  Office  that  the  petition  has  been 
received.  The  Office  will  communicate 
with  the  applicant  regarding  any  such 
petition  entered  in  the  application  file 
and  may  require  the  applicant  to 
respond  to  the  Office  on  matters  raised 
by  the  petition.-^ 

►(h)  Any  member  of  the  public  may 
seek  to  have  the  claims  in  an  application 
rejected  pursuant  to  paragraph  (d)  of 
this  section  by  filing  a  timely  protest  in 
accordance  with  §  1.291.  Any  such 
protest  filed  by  an  attorney  or  agent 
must  be  in  compliance  with  §  1.346.  ◄ 

►  (i)  The  Office  may  require  applicant 
to  supply  information  pursuant  to 
paragraph  (a)  of  this  section  in  order  for 
the  Office  to  decide  any  issues  relating 
to  paragraphs  (c)  and  (d)  of  this  section 
which  are  raised  by  a  petition  or  a 
protest,  or  are  otherwise  discovered  by 
the  Office.-^ 

3.  Section  1.106  is  proposed  to  be 
amended  by  adding  a  new  paragraph  (c) 
to  read  as  follows: 


►  (c)  In  rejecting  claims  the  examiner 
may  rely  upon  admissions  by  the 
applicant,  or  the  patent  owner  in  a 
reexamination  proceeding,  as  to  any 
matter  affecting  patentability  and, 
insofar  as  rejections  in  applications  are 
concerned,  may  also  rely  upon  facts 
within  his  or  her  knowledge  pursuant  to 
§  1.107.  ◄ 

4.  Section  1.175  is  proposed  to  be 
amended  by  revising  paragraph  (a)  to 
read  as  follows: 

§1.175  Reissue  oath  or  declaration. 

(a)  Applicants  for  reissue,  in  addition 
to  complying  with  the  requirements  of 
the  first  sentence  of  §  1.65,  must  also  file 
with  their  applications  a  statement 
under  oath  or  declaration  as  follows: 

(1)  When  the  applicant  verily  believes 
the  original  patent  to  be  wholly  or  partly 
inoperative  or  invalid,  stating  such 
belief  and  the  reasons  why. 

(2)  When  it  is  claimed  that  such 
patent  is  so  inoperative  or  invalid  “by 
reason  of  a  defective  specification  or 
drawing,”  particularly  specifying  such 
defects. 

(3)  When  it  is  claimed  that  such 
patent  is  inoperative  or  invalid  “by 
reason  of  the  patentee  claiming  more  or 
less  than  he  had  a  right  to  claim  in  the 
patent,”  distinctly  specifying  the  excess 
or  insufficiency  in  the  claims. 


§  1 . 1 06  Rejection  of  claims. 

***** 
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[(4)  When  the  applicant  is  aware  of 
prior  art  or  other  information  relevant  to 
patentability,  not  previously  considered 
by  the  Office,  which  might  cause  the 
examiner  to  deem  the  original  patent 
wholly  or  partly  inoperative  or  invalid, 
particularly  specifying  such  prior  art  or 
other  information  and  requesting  that  if 
the  examiner  so  deems,  the  applicant  be 
permitted  to  amend  the  patent  and  be 
granted  a  reissue  patent.] 

►(4)  ◄[(5)]  Particularly  specifying  the 
errors  [or  what  might  be  deemed  to  be 
errors]  relied  upon,  and  how  they  arose 
or  occurred. 

►  (5]^[(6)]  Stating  that  said  errors  [,  if 
any,]  arose  “without  any  deceptive 
intention”  on  the  part  of  the  applicant. 

►  (6)  Acknowledging  a  duty  to 
disclose  information  applicant  is  aware 
of  which  is  material  to  the  examination 
of  the  application.-* 
***** 

5.  Section  1.176  is  proposed  to  be 
revised  to  read  as  follows: 

§  1.176  Examination  of  reissue. 

An  original  claim,  if  re-presented  in 
the  reissue  application,  is  subject  to 
reexamination,  and  the  entire 
application  will  be  examined  in  the 
same  manner  as  original  applications, 
subject  to  the  rules  relating  thereto, 
excepting  that  division  will  not  be 
required.  Applications  for  reissue  will 
be  acted  on  by  the  examiner  in  advance 
of  other  applications  [,  but  not  sooner 
than  two  months  after  announcement  of 
the  filing  of  the  reissue  application  has 
appeared  in  the  Official  Gazette]. 

6.  Section  1.193  is  proposed  to  be 
amended  by  adding  a  paragraph  (c)  to 
read  as  follows: 

§  1.193  Examiner’s  answer. 

***** 

►(c)  Any  decision  pursuant  to 
§  1.56(d)  rejecting  claims  in  an 
application  already  under  appeal  of  a 
rejection  based  on  other  grounds  shall 
constitute  a  supplemental  examiner’s 
answer  introducing  a  new  ground  of 
rejection  and  removing  the  suspension 
of  the  appeal  introduced  pursuant  to 
§  1.56(e),  in  which  case  appellant  may 
file  a  reply  thereto  within  two  months 
from  the  date  of  the  supplemental 
examiner’s  answer.  Such  reply  will  be 
considered  and  responded  to  as 
necessary.  Appellant  may  file  a  reply 
brief  directed  to  any  such  response 
within  one  month  of  the  date  of  the 
response  or  within  such  other  time  as 
may  be  set  in  the  response,  •* 

7.  Section  1.291  is  proposed  to  be 
amended  by  revising  the  title,  amending 
paragraphs  (a)  and  (c),  and  adding 
paragraph  (b)  to  read  as  follows: 


§1.291  Protests  by  ►the*  public*-  against 
pending  applications-*. 

(a)  Protests^by  a  member  of  the 
public -*against  pending  applications 
will  be  [acknowledged  and]  referred  to 
the  examiner  having  charge  of  the 
subject  matter  involved.  A  protests 
specifically  identifying  the  application 
to  which  the  protest  is  directed  will  be 
entered  in  the  application  file  [and,]  if 
►(1)  the  protest  is-* timely  submitted 
[and  accompanied  by  a  copy  of  each 
prior  art  document  relied  upon,  will  be 
considered  by  the  examiner]^;  and  (2) 
the  protest  is  either  served  upon  the 
applicant  in  accordance  with  §  1.248,  or 
filed  with  the  Office  in  duplicate  in  the 
event  service  is  not  possible-*. 

►  (b)  A  protest  submitted  in 
accordance  with  the  second  sentence  of 
paragraph  (a)  of  this  section  will  be 
considered  by  the  Office  if  it  includes  (1) 
a  listing  Gf  the  patents,  publications  or 
other  information  relied  upon;  (2)  a 
concise  explanation  of  the  relevance  of 
each  listed  item;  (3)  a  copy  of  each  listed 
patent  or  publication  or  other  item  of 
information  in  written  form  or  at  least 
the  pertinent  portions  thereof;  and  (4)  an 
English  language  translation  of  all  the 
necessary  and  pertinent  parts  of  any 
non-English  language  patent, 
publication,  or  other  item  of  information 
in  written  form  relied  upon.-* 

(c)  ►A  member  of  the  public  filing  a 
protest  under  paragraph  (a)  of  this 
section  will  not  receive  any 
communications  from  the  Office  relating 
to  the  protest,  other  than  the  return  of  a 
self-addressed  postcard  which  the 
member  of  the  public  may  include  with 
the  protest  in  order  to  receive  an 
acknowledgment  by  the  Office  that  the 
protest  has  been  received.  The  Office 
will  communicate  with  the  applicant 
regarding  any  protest  entered  in  the 
application  file  and  may  require  the 
applicant  to  supply  information 
pursuant  to  paragraph  (a)  of  §  1.56, 
including  responses  to  specific  questions 
raised  by  the  protest,  in  oprder  for  the 
Office  to  decide  any  issues  raised  by  the 
protest-*  [Protests  by  the  public  and 
any  accompanying  papers  should  either 
(1)  reflect  that  a  copy  of  the  same  has 
been  served  upon  the  applicant  in 
accordance  with  §  1.248,  or  (2)  be  filed 
with  the  Office  in  duplicate  in  the  event 
service  is  not  possible]. 

8.  Section  1.555  is  proposed  to  be  . 
revised  to  read  as  follows: 

§  1.555  Duty  of  disclosure  in 
reexamination  proceedings. 

►(a)  A  duty  of  candor  and  good  faith 
toward  the  Patent  and  Trademark  Office 
rests  on  the  patent  owner,  on  each 
attorney  or  agent  who  represents  the 
patent  owner,  and  on  every  other 


individual  who  is  substantively  involved 
on  behalf  of  the  patent  owner  in  a 
reexamination  proceeding.  All  such 
individuals  who  are  aware,  or  become 
aware-*  [The  owner  of  a  patent 
involved  in  a  reexamination  proceeding 
who  is  aware,  or  becomes  aware],  of 
patents  or  printed  publications  material 
to  the  reexamination  which  have  not 
been  previously  made  of  record  in  the 
patent  file  must  bring  such  patents  or 
printed  publications  to  the  attention  of 
the  Office.  A  prior  art  statement, 
preferably  in  accordance  with  §  1.98, 
should  be  filed  within  two  months  of  the 
date  of  the  order  for  reexamination,  or 
as  soon  thereafter  as  possible  in  order  to 
bring  such  patents  or  printed 
publications  to  the  attention  of  the 
Office. 

►(b)  Disclosures  pursuant  to  this 
section  may  be  made  to  the  Office 
through  an  attorney  or  agent  having 
responsibility  on  behalf  of  the  patent 
owner  for  the  reexamination  proceeding 
or  through  a  patent  owner  acting  in  his 
or  her  own  behalf.  Disclosure  to  such  an 
attorney,  agent  or  patent  owner  shall 
satisfy  the  duty  of  any  other  individual. 
Such  an  attorney,  agent  or  patent  owner 
has  no  duty  to  transmit  information 
which  is  not  material  to  the 
reexamination.-* 

►(c)  The  duties  of  candor,  good  faith, 
and  disclosure  required  in  paragraph  (a) 
of  this  section  have  not  been  complied 
with  if  any  £raud  was  practiced  or 
attempted  on  the  Office  or  there  was 
any  violation  of  the  duty  of  disclosure 
through  bad  faith  or  gross  negligence  by, 
or  on  behalf  of,  the  patent  owner  in  the 
reexamination  proceeding.-* 

►(d)  The  responsibility  for 
compliance  with  this  section  rests  upon 
the  individuals  identified  in  paragraph 
(a)  of  this  section  and  no  evaluation  will 
be  made  in  the  reexamination 
proceeding  by  the  Office  as  to 
compliance  with  this  section.  If 
questions  of  compliance  with  this 
section  are  discovered  during  a 
reexamination  proceeding,  they  will  be 
noted  as  unresolved  questions  in 
accordance  with  §  1.552(c).-* 

9.  Section  1.565  is  proposed  to  be 
amended  by  revising  paragraph  (b)  and 
adding  paragraph  (d)  to  read  as  follows: 

§  1.565  Concurrent  office  proceedings. 

***** 

(b)  If  a  patent  in  the  process  of 
reexamination  is  or  becomes  involved  in 
interference  proceedings  or  a  reissue 
application  is  filed  for  the  patent,  or 
litigation  is  instituted,  the  Commissioner 
shall  determine  whether  or  not  to  stay 
the  reexamination,  reissue  or 
interference  proceeding.  [If 
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reexamination  is  stayed  for  the  conduct 
of  a  reissue  proceeding,  the  reissue 
proceeding  shall  take  into  account  prior 
art  provided  by  the  requester  for 
reexamination  and  the  reexamination 
requester  will  be  granted  at  least  the 
same  degree  of  participation  in  the 
reissue  proceeding  which  the  requester 
would  have  had  in  the  reexamination 
proceeding.  Any  reexamination 
proceeding  stayed  for  the  conduct  of  a 
reissue  proceeding  shall  be  terminated 
by  the  grant  of  the  reissued  patent.] 
***** 

►  (d)  If  a  reissue  application  and  a 
reexamination  proceeding  on  which  an 
order  pursuant  to  §  1.525  has  been 
mailed  are  pending  concurrently  on  a 
patent,  a  decision  will  normally  be  made 
to  merge  the  two  proceedings  or  to  stay 
one  of  the  two  proceedings.  Where 


merger  of  a  reissue  application  and  a 
reexamination  proceeding  is  ordered, 
the  merged  examination  will  be 
conducted  in  accordance  with  §§  1.171- 
1.179  and  the  patent  owner  will  be 
required  to  place  and  maintain  the  same 
claims  in  the  reissue  application  and  the 
reexamination  proceeding  during  the 
pendency  of  the  merged  proceeding.  The 
examiner's  actions  and  any  responses 
by  the  patent  owner  in  a  merged 
proceeding  will  apply  to  both  the  reissue 
application  and  the  reexamination 
proceeding  and  be  physically  entered 
into  both  files.  Any  rewcamination 
proceeding  merged  with  a  reissue 
application  shall  be  terminated  by  the 
grant  of  the  reissued  patent,  •* 

10.  Section  1.570  is  proposed  to  be 
amended  by  revising  paragraph  (e)  to 
read  as  follows: 


§  1.570  Issuance  of  reexamination 
certificate  after  reexamination 
proceedings. 

***** 

(e)  If  the  reexamination  proceeding  is 
terminated  by  the  grant  of  a  reissued 
patent  as  provided  in  §  [1.565(b)] 
►1.565(d)-*,  the  reissued  patent  will 
constitute  the  reexamination  certificate 
required  by  this  section  and  35  U.S.C. 
307. 

***** 

Dated:  October  27, 1981. 

Gerald  J.  Mossinghoff, 

Commissioner  of  Patents  and  Trademarks. 

Robert  B.  Ellert, 

Acting  Assistant  Secretary  For  Productivity, 
Technology  and  Innovation. 
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